the surface ornamentation applied to an article, or to the combination of configuration
and surface ornamentation. A design for surface ornamentation is inseparable from the
article to which it is applied and cannot exist alone. It must be a definite pattern of
surface ornamentation, applied to an article of manufacture. A design for an article of
manufacture that is dictated primarily by the function of the article lacks ornamentality
and is not proper statutory subject matter. Specifically, if at the time the design was
created, there was no unique or distinctive shape or appearance to the article not
dictated by the function that it performs, the design lacks ornamentality and is not
proper subject matter

Since June 8, 1995, the United States Patent and Trademark Office (USPTO) has
offered inventors the option of filing a provisional application for patent which was
designed to provide a lower-cost first patent filing in the United States. A provisional
allows filing without a formal patent claim, oath or declaration, or any information
disclosure (prior art) statement. It provides the means to establish an early effective
filing date in a non-provisional patent application filed under 35 U.S.C. §111(a). It also
allows the term "Patent Pending" to be applied.

More A provisional application for patent (provisional application) has a pendency lasting 12
el months fromthe date the provisional application s filed. The 12-month pendency period
A dse] cannotbe extended. Therefore, an applicant who files a provisional application must file
| Need? a corresponding non-provisional application for patent (non-provisional application)
during the 12-month pendency period of the provisional application in order to benefit
from the earlier filing of the provisional application.

To accomplish this, the corresponding non-provisional application must contain or be
amended to contain a specific reference to the provisional application. Once a
provisional application is filed, an alternative to filing a corresponding non-provisional
application is to convert the provisional application to a non-provisional application by
filing a grantable petition requesting such a conversion within 12 months of the
provisional application filing date.

However, converting a provisional application to a non-provisional application (versus
filing a non-provisional application claiming the benefit of the provisional application)
will have a negative impact on patent term. The term of a patent issuing from a non-
provisional application resulting from the conversion of a provisional application will
be measured from the original filing date of the provisional application.

By filing a provisional application first, and then filing a corresponding non-provisional
application that references the provisional application within the 12-month provisional
application pendency period, a patent term endpoint may be extended by as much as 12
months.

The later-filed nonprovisional application claiming the benefit of the provisional
application must include at least one claim particularly pointing out and distinctly
claiming the subject matter which the applicant regards as the invention.

Although a claimis notrequired in a provisional application, the written descriptior} and
any drawing(s) of the provisional application must adequately support the subject matter
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claimed in the later filed nonprovisional application in order to benefit from the
provisional application filing date. Therefore, care should be taken to ensure that the
disclosure filed as the provisional application adequately provides a written description
of the full scope of the subject matter regarded as the invention and desired to be
claimed in the later filed nonprovisional application. Additionally the specification shall
disclose the manner and process of making and using the invention, in such full, clear,
concise and exact terms as to enable any person skilled in the art to which the invention
pertains to make and use the invention and set forth the best mode contemplated for
carrying out the invention.

WIETRIAPNN If your invention is still in the early developmental stage, and you are not yet ready to
NIREEGIAG]  file an application, the USPTO offers the Disclosure Document program. The disclosure
RICIERENCR®  is not an application for a patent, and it will not provide any patent protection for your
invention. While the disclosure document is accepted as evidence of the date of
conception of the invention, it will not necessarily provide the basis to establish an
earlier filing date for any later filed patent application on your invention.

Why Not There are many cautions with provisional patents. For these reasons, they should

IWWEVWSHSIEE  actually be used sparingly. Provisional applications are not examined on their merits.

CHOVSINE  The benefits of the provisional application cannot be claimed if the one-year deadline
Patent? for filing a non-provisional application has expired.

Provisional applications cannot claim the benefit of a previously-filed application, either
foreign or domestic. Provisionals can, in fact, make obtaining international protection
harder.

It is recommended that the disclosure of the invention in the provisional application be
as complete as possible. In order to obtain the benefit of the filing date of a provisional
application, the claimed subject matter in the later filed non-provisional application
must have support in the provisional application.

If there are multiple inventors, each inventor must be named in the application.

IWESONEIM  There are many; a partial list includes:

Patent . The inventor(s) named in the provisional application must have made a

Cautions! contribution to the invention as described. If multiple inventors are named, each

inventor named must have made a contribution individually or jointly to the
subject matter disclosed in the application.

. The non-provisional application must have one inventor in common with the
inventor(s) named in the provisional application to claim benefit of the
provisional application filing date.

. A provisional application must be entitled to a filing date and include the basic
filing fee in order for a non-provisional application to claim benefit of that
provisional application.
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More
Provisional
Patent
Cautions!

| Can File

My Own
Patent,
Right?

Who Owns
the Patent?

What about
Fees?

. There is a surcharge for filing the basic filing fee or the cover sheet on a date
later than filing the provisional application.

. Provisional applications for patent may not be filed for design inventions.

. Amendments are not permitted in provisional applications after filing, other
than those to make the provisional application comply with applicable
regulations.

. No information disclosure statement may be filed in a provisional application.

. A provisional application cannot result in a U. S. patent unless one of the
following two events occur within 12 months of the provisional application
filing date.

. A corresponding non-provisional application for patent entitled to a filing date

1s filed that claims the benefit of the earlier filed provisional application or,
A grantable petition to convert the provisional application into a non-
provisional application is filed.

No one is required to use a Patent Attorney or Agent to file a patent application. For
that matter, no one is required to have an attorney represent them in any transaction,
whether drafting a will, appearing in court, defending against a lawsuit, or whatever.
However, there is an old saying that someone who is their own attorney has a fool for
a client.

One should proceed with caution and make certain that they are familiar with the
application requirements.  All papers which are filed become part of the permanent
record, including any mistakes. Also, mistakes canhave unintended consequences, such
as limiting the patentability, narrowing the scope, or making the patent harder, or
impossible, to enforce later on. Further, the patent office anticipates such self-filers,
and has a build in fee schedule that “penalize” mistakes, misques, untimely responses,
or missing papers with hefty fees.

Patents are granted only in the name(s) of the actual inventor(s) who may sell,
bequeath, transfer or otherwise or assign all or part of his or her interest in the patent
application or patent to anyone by an assignment. Patents can also be licensed
exclusively or non-exclusively. An application should be filed as soon as possible after
the completion date of the invention. An invention is complete when the inventor can
provide a description that would be adequate for one of ordinary skill in the art to make
and use the invention. By law, an application must be filed within one year of the date
that the invention is known of, or used by others, or offered for sale.

Please note that two sets of fees exist, one for small entities and one for other than small
entities. If you qualify as a small entity inventor for patent fee purposes, you should
only pay small entity rates after ensuring that you qualify for the small entity discount.
For example, if the inventors have not assigned any rights in the invention set forth in
the application and are not under any obligation to do so (as may be required in an
employment-contract), small-entity status is appropriate.

As for legal fees, these can vary greatly depending upon the services that are required.
For purposes of budgeting for such costs, a estimated schedule of fees is enclosed.
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